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DETAILED ACTION 
Response to Arguments 

Applicant's arguments with respect to claims 30-62 have been considered 
but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

1. Claims 37-38, 42, 44-45 are rejected under 35 U.S.C. 102(b) as being 
unpatentable by Cantone (US 5734781). 

Regarding claim 37, Cantone discloses a handheld dedicated secure 
(the data is automatically erased after the period is expired or Data could only 
be viewed within the allowed period; thus, the content is secured and no-one 
could access/use) video content storage device (Fig. 1) comprising: 

A mass storage module 12 configured to store at least about an hour 
(duration of at least 1 hour for most movie; Col. 5, lines 55-59) of at least 
television suitable quality digitally encoded video content (compressed digital 
data Col. 2, lines 20-30); 

A controller 22 configured to prevent unauthorized access to the mass 
storage module (authorized access only within the rental period; Col. 5, lines 



58-Col. 6, lines 4), the controller further configured to permit video content to 
be written to the mass storage module by compatibility configured interactive 
kiosk (Distribution CenterA/ideo Server; Col. 5, lines 48-56); 

A hand-held housing 20 containing the mass storage module 12 and 
the controller 22; 

A communication port 18 (Col. 3, lines 40-55) mounted in the housing, 
the communication port configured to be re-movably connected to the 
interactive kiosk to thereby establish communication (Col. 5, lines 48-56 and 
Col. 6, lines 38-51) with the interactive (since user has to request and select 
movie to be recorded) kiosk (Distribution CenterA/ideo Server). 

Regarding claim 38, Cantone further discloses wherein the 
communication port comprises an electrical connector 18 (data port; Col. 3, 
lines 40-43). 

Regarding claim 42, Cantone further discloses wherein the mass 
storage module 12 is a disk drive (Col. 2, lines 66-Col. 3, lines 1). 

Regarding claim 44, Cantone controller must comprises a data buffer 
configured to bugger data as the data is transferred to or from the disk since 
the incoming and outgoing of data from the storage module 12 must be 
digitally compressed and decompressed through the controller 22 (Col. 3, 
lines 43-53); 

Regarding claim 45, Cantone discloses further comprising stored 
content use data relating to the use of video content stored on the mass 
storage module (Col. 5, lines 63-Col. 6, lines 4); 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

1 . Claims 30-34, 36-43 and 45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Allen (US 5909638) in view of Tatebayashi et al. (US 
6182215 B1) and further in view of Peterson Jr. (US 5825876). 

Regarding claim 30, Allen discloses a system for distributing video 
content (Fig. 1, Abstract), the system comprising: 

An interactive kiosk configured to be located in a public location (fig. 
16) (Col. 22, lines 15-40), the kiosk further configured to receive and 
access/read the data/video content storage device (VHS videotape, 
recordable laser disk or DVD, see Col. 1 , lines 25-32). 

Allen does not clearly disclose the kiosk further configures to securely 
store video content on the portable video content storage device upon which 
digitally encoded video content is securely stored to prevent unauthorized 
access; a set-top box configured to receive the portable video content storage 
device, to access/write the securely stored video content from the portable 
video content storage device and to provide the video content as an output 
signal to a video display. 

Tatebayashi describes a method to securely store video content on the 
portable video content storage device upon which digitally encoded video 



content is securely stored (using encryption method to store information/data 
on the portable device) and to prevent unauthorized access by using 
authentication protocol (Col. 5, lines 65-Col. 6, lines 11). Tatebayashi further 
discloses a set-top box (Fig., 2; elements 101 and Fig. 5, element 101 as a 
broadcast satellite receiver; see col. 10, lines 15-47) configures to receive the 
portable video content storage device to access the securely stored video 
content from the portable video content storage device and to provide the 
video content as an output signal to a video display (Once, the authentication 
protocol is verified, the access is authorized to perform any functions required 
to display necessary on any display device; i.e., TV, computer monitor). 
Furthermore, "A portable video content storage devices" is defined as any 
portable apparatus to store data/video information and it could be carried by 
users; i.e., portable VCR/DVD/CD device, VHS tape, removable digital 
computer Hard Disk drive, CD/DVD disk or cartridge medium, PCs, Laptop, 
PCMCIA card with integrated storage, etc... Fig., 2; elements 104, 105, 106, 
102, 103 and Fig. 4, element 104). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify 
Allen's system to securely configure the kiosk to securely store video content 
on the portable video content storage and to prevent unauthorized access to 
stored video content on the portable video content storage device, as taught 
by Tatebayashi, so to prevent the video productions/recording from being 
distributed to unauthorized devices (Col. 1 , lines 47-50). 



Allen and Tatebayashi do not clearly disclose wherein the set-top box 
is configured to write content use data to the portable video content storage 
device. 

Peterson discloses Fig. 1 , a method of controlling access to a secured 
data content of a storage medium 10 and is configured to write content use 
data to the "portable storage device" (secure card 42; Col. 8, lines 40-Col. 9, 
lines 10) through an authentication method. Therefore, it would have been 
obvious to an ordinary skill in the art at the time the invention was made to 
modify Allen in combination with Tatebayashi to write content use data to a 
portable storage device, as suggested by Peterson, so to keep track and limit 
the usage/access of the content according to the authorized list 56 whereby 
revenue generation from distribution thereof is expended are desirable (Col. 
2, lines 12-15 and Col. 10, lines 30-35). 

Regarding claim 32, Tatebayashi further discloses wherein the 
portable video content storage device consists essentially of passive storage 
media unit (Col. 8, lines 5-15). 

Regarding claim 33, both Tatebayashi (Col. 5, lines 65-Col. 6, lines 11) 
and Peterson (Col. 3, lines 27-29 and col. 5, lines 50-58; Fig. 1 , elements 28 
and 30) disclose encoded video content stored on the storage medium is 
encrypted to prevent unauthorized access. 

Regarding claim 34, the method claim 34 is analyzed with respect to 
apparatus claim 30. 



Regarding claim 36, with the teaching of Tatebayashi and Peterson, 
Allen's kiosk system is clearly able to read content use data stored from the 
portable video content storage device so to complete billing service at the 
central distribution site (Col. 3, lines 9-10). 

Regarding claim 37, the hand-held dedicated secure video content 
storage device is analyzed with respect to claim 30. The communication port 
mounted in the housing of Tatebayashi's devices (Fig. 1, 2; elements 104, 
105, 106, 102, 103) is obvious to be removable configured to 
connect/disconnect to the Kiosk. 

Peterson further discloses the controller could be configured as a 
substitute to utilize the combination of a secure card and a card reader/writer 
(Col. 1 1 , lines 55-58) to prevent unauthorized access to mass storage media 
10. Therefore, it would have been obvious to an ordinary skill in the art at the 
time the invention was made to modify Tatebayashi's portable devices by 
having a controller configured, as taught by Peterson, so to prevent 
authorized access to a mass storage media as discloses by Perterson. 

Regarding claim 38, Tatebayashi's devices (Fig. 1, 2; elements 104, 
105, 106, 102, 103) further discloses wherein the communication port 
comprises an electrical connector (fig., element 107). 

Regarding claim 39, Tatebayashi fails to show the communication port 
comprise an optical connector. 

Official Notice is taken that the use of an optical connector is well 
known in the art. Therefore, it would have been obvious to one of ordinary 



skill in the art at the time the invention was made to modify Tatebayashi by 
including an optical connector so to provide a more choice of connectivity 
between devices. 

Regarding claims 40, Tatebayashi further discloses an authentication 
scheme to communicate with only devices that have a reference 
authentication table pre-configured (Col. 5, lines 65-Col. 6, lines 60). 

Regarding claim 41 , see analysis of claim 30 in combination with claim 

40. 

Regarding claim 42, Tatebayashi's devices (Fig. 1 , 2; elements 104, 
105. 106, 102, 103) all have a disk drive. 

Regarding claim 43, with the teaching of Tatebayashi ' authentication 
protocols (Col. 8, lines 15-65+), Tatebayashi clearly encompass the claimed 
limitation "configured to separately limit read and write access to the disk 
drive". 

Regarding claim 45, see analysis of claim 30. 

2. Claims 44 and 46-47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Allen (US 5909638) in view of Tatebayashi et al. (US 
6182215 B1 ) and further in view of Peterson Jr. (US 5825876) and further in 
view of Abecassis (US 5696869). 

Regarding claim 44, Allen, Tatebayashi and Peterson do not disclose 
wherein the controller comprises a data buffer configured to buffer data as the 
data is transferred to or from the disk drive. 



Abecassis discloses wherein the controller comprises a data buffer 
configured to buffer data as the data is transferred to or from the disk drive 
(Col. 10, lines 33-60), Therefore, it would have been obvious to one ordinary 
skill in the art at the time the invention was made to modify Allen and 
Tatebayashi to have a data buffer configured to buffer data as the data is 
transferred to or from the disk drive, as taught by Abecassis, so to retrieve 
subsequent from information from the video disk without altering the 
transmission of the required frames per second to provide a transparently 
continuous video signal transmission, as suggested by Abecassis (Col. 10, 
lines 35-40). 

Regarding claims 46 and 47, Allen and Tatebayashi do not disclose 
wherein the controller is configured to limit access to the mass storage 
module based at least upon a content rating of a content unit and a set of 
user preference relating to the format content units to be stored on the mass 
storage module. 

Abecassis discloses the controller is configured to limit access to the 
mass storage module based at least upon a content rating of a content unit 
(Col. 10, lines 50- Col. 1 1 , lines 1 5) and a set of user preference relating to 
the format content units to be stored on the mass storage module (Col. 1 1 , 
lines 15-23). 

Therefore, it would have been obvious to one ordinary skill in the art at 
the time the invention was made to modify Allen and Tatebayashi to limit 
access to the mass storage module based at least upon a content rating of a 



content unit so to provide a video program that is higlily responsive to viewer 
control over its content (see col. 5, lines 5-12). 

3, Claims 48-51 , 53, 57-59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hendricks (US 5559549) in view of Peterson Jr. (US 
5825876), 

Regarding claim 48, Hendricks discloses a set-top box for accessing 
video content stored on a portable video content storage device, the set-top 
box comprising: 

A receptacle configured to receive the portable video content storage 
device, wherein the portable video content storage device can be inserted 
and removed by a user (Fig. 5a, element 635; Col. 15, lines 8-14); 

A video decoder module configured to decode the video content to 
produce an output signal; and a processor configures to control the video 
decoder module (Fig. 4 and fig. 6); Col. 14, lines 21-60) 

Hendricks does not clearly discloses a processor configures to 
accumulate present content use data based at least upon an amount use of 
the video content and to store the accumulated content use data onto the 
portable video content on the portable video content storage device. 

Peterson discloses Fig. 1, a method of controlling access to a secured 
data content of a storage medium 10 and is configured to accumulate and 
write content use data to the "portable storage device" (secure card 42; Col. 
8, lines 40-Col. 9, lines 10) through an authentication method. Therefore, it 



would have been obvious to an ordinary skill in the art at the time the 
invention was made to modify Hendrick's STB to write content use data to a 
portable storage device, as suggested by Peterson, so to keep track and limit 
the usage/access of the content according to the authorized list 56 whereby 
revenue generation from distribution thereof is expended are desirable (Col. 
2, lines 12-15 and Col. 10, lines 30-35). 

Regarding claim 49, Hendricks further discloses wherein the processor 
ids further configured to control the portable video content storage device 
(Col. 15, lines 35-50). 

Regarding claim 50, Hendricks further discloses a decryption module 
(Fig. 4, element "Decrypt".) 

Regarding claim 51 , Hendricks further discloses a translation module 
configured to translate a non-standard communication protocol used by the 
portable video content storage device (SCSI) into an industry standard 
communications protocol (Col. 15, lines 40-65+). 

Regarding claim 53, Hendricks further discloses wherein the output 
signal comprises video information and audio information (see Fig. 4). 

Regarding claims 57 -59, the method claims 57 - 59 are analyzed with 
respect to claim 48. 

4. Claim 52 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hendricks (US 5559549) in view of Peterson Jr. (US 5825876), and further in 
view of Tatebayashi et al. (US 61 8221 5 B1 ). 



Regarding claim 52, Hendricks and Peterson do not clearly disclose the 
STB further comprising an authentication module configured to provide 
authentication information to the portable video content storage device. 

Tatebayashi discloses an STB's authentication module configured to 
provide authentication information to the portable video content storage 
device (Fig. 5; elements 101 and Fig., 2; elements 104, 105, 106, 102. 103). 
Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Hendricks's system to securely 
configure the authentication of the portable video content storage, as taught 
by Tatebayashi, so to prevent the video productions/recording from being 
distributed to unauthorized devices (Col. 1 , lines 47-50). 

5. Claims 54 -56 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hendricks (US 5559549) in view of Peterson Jr. (US 5825876), and 
further in view of Abecassis (US 5696869). 

Regarding claims 54-56, Hendricks and Peterson do not disclose wherein 
the processor is further configured to access user preferences stored on the 
portable video content storage device based at least upon a content rating of the 
content unit and to modify the user references. 

Abecassis discloses the processor of a Video disk player is further 
configured to access user preferences stored on the portable video content 
storage device based at least upon a content rating of the content unit and to 



modify the user references, (Col. 9, lines 53-CoL 10. lines 32; Col. 10, lines 50- 
col. 1 1 . lines 1 5; Col. 1 1 , lines 1 5-23). 

Therefore, it would have been obvious to one ordinary skill in the art at the 
time the invention was made to modify Hendricks and Peterson to configured to 
access user preferences stored on the portable video content storage device 
based at least upon a content rating of the content unit and to modify the user 
references, so to provide a video program that is highly responsive to viewer 
control over its content (see col. 5, lines 5-12). 

6. Claims 60-61 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hendricks (US 5559549) in view of Peterson Jr. (US 5825876) and further in 
view of Russo (US 5619247). 

Regarding claim 60, Hendricks and Peterson do not clearly disclose 
the content use data comprises a listing of executed user commands. 

Russo discloses the content use data comprises a listing of executed 
user commands (Col. 9, lines 38- col. 10, lines 10). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Hendricks and Peterson's to incorporate a listing of executed 
user commands along with the content use data, as taught by Russo, so to 
enhance the tracking of the usage/access of the content by triggering of 
account debit at different points in time associated with the selection of the 
desired program (Col. 10, lines 15-20). 



Regarding claim 61, Russo further discloses the content use data 
associates a number of uses with a portion of the video content (Col. 10, lines 
10-22). 

7. Claims 39- 41 and 43 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Cantone (US 5734781 ) in view of Tatebayashi et al. (US 
6182215 B1). 

Regarding claim 39, Cantone fails to show the communication port 
comprise an optical connector. 

Official Notice is taken that the use of an optical connector is well 
known in the art. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Cantone by 
including an optical connector so to provide a more choice of connectivity 
between devices. 

Regarding claims 40, Cantone does not clearly discloses the controller 
is configured to authenticate the Kiosk. 

Tatebayashi discloses an authentication scheme to communicate with 
only devices that have a reference authentication table pre-configured (Col. 5, 
lines 65-Col. 6, lines 60). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify 
Cantone's device by configuring the controller to authenticate the kiosk, as 
taught by Tatebayashi, so to prevent the video productions/recording from 
being distributed to unauthorized devices (Col. 1, lines 47-50). 



Regarding claim 41 , in combination with the analysis of claim 40, it is 
Cantone further discloses the controller is further configured to enable video 
content to be read from mass storage module 12 by a compatible configured 
reproduction device VCR (Col. 4, lines 35-48). Tatebayashi shows a STB 
connects to a VCR for reproducing video content from a VCR (Fig. 2). 

Regarding claim 43, with the teaching of Tatebayashi ' authentication 
protocols (Col. 8, lines 15-65+), Tatebayashi clearly encompass the claimed 
limitation "configured to separately limit read and write access to the disk 
drive", 

8. Claims 46-47 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cantone (US 5734781) in view of Tatebayashi et al. (US 6182215 B1) and 
further in view of Abecassis (US 5696869). 

Regarding claims 46 and 47, Cantone and Tatebayashi do not disclose 
wherein the controller is configured to limit access to the mass storage 
module based at least upon a content rating of a content unit and a set of 
user preference relating to the format content units to be stored on the mass 
storage module. 

Abecassis discloses the controller is configured to limit access to the 
mass storage module based at least upon a content rating of a content unit 
(Col. 10, lines 50- Col. 11, lines 15) and a set of user preference relating to 
the format content units to be stored on the mass storage module (Col. 1 1 , 
lines 15-23). 



Therefore, it would have been obvious to one ordinary skill in the art at 
the time the invention was made to modify Allen and Tatebayashi to limit 
access to the mass storage module based at least upon a content rating of a 
content unit so to provide a video program that is highly responsive to viewer 
control over its content (see col, 5, lines 5-12). 
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